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1. 



Claims 1-10 are pending. 



2. 



Claims 1-10 are rejected. 



Drawings 



3. The drawings are objected to because figure 12A and 12B both are cut off 
slightly at the bottom of the page. Corrected drawing sheets in compliance with 37 CFR 
1 .121(d) are required in reply to the Office action to avoid abandonment of the 
application. Any amended replacement drawing sheet should include all of the figures 
appearing on the immediate prior version of the sheet, even if only one figure is being 
amended. The figure or figure number of an amended drawing should not be labeled as 
"amended." If a drawing figure is to be canceled, the appropriate figure must be 
removed from the replacement sheet, and where necessary, the remaining figures must 
be renumbered and appropriate changes made to the brief description of the several 
views of the drawings for consistency. Additional replacement sheets may be necessary 
to show the renumbering of the remaining figures. The replacement sheet(s) should be 
labeled "Replacement Sheet" in the page header (as per 37 CFR 1 .84(c)) so as not to 
obstruct any portion of the drawing figures. If the changes are not accepted by the 
examiner, the applicant will be notified and informed of any required corrective action in 
the next Office action. The objection to the drawings will not be held in abeyance. 



Claim Objections 

4. Applicant is advised that should claim 4 be found allowable, claim 5 will be 
objected to under 37 CFR 1 .75 as being a substantial duplicate thereof. When two 
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claims in an application are duplicates or else are so close in content that they both 
cover the same thing, despite a slight difference in wording, it is proper after allowing 
one claim to object to the other as being a substantial duplicate of the allowed claim. 
See MPEP § 706.03(k). 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
. Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1 and 2 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Woltz et al. (US Patent 5,995,597 referred to as Woltz) in view of Ron et al. (US Patent 

6,775,359 referred to as Ron). 



6. For claim 1 , Woltz teaches, 

(a) receiving a text email message; (See Woltz, Col. 3 lines 18-28) 

(b) parsing the name of an intended recipient; (See Woltz, Col. 3 line 59 to Col. 4 line 2) 

(c) determining if the intended recipient is an authorized user; (See Woltz, Col. 3 lines 
29-40) 

(d) if the intended recipient is authorized, assigning a message-specific indicia to the 
message; (See Woltz, Col. 5 lines 25-41 ) 
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(e) if the intended recipient is authorized, appending a reply notice with the message- 
specific indicia to the message; (See Woltz, Col. 5 lines 25-41) 

(f) if a reply notice is appended, saving the email message with the reply notice 
appended thereto; and (See Woltz, Col. 5 lines 25-41 ) 

(g) if the intended recipient is authorized, transmitting the email message with the reply 
notice to the intended recipient. (See Woltz, Col. 5 lines 25-41) 

Woltz fails to teach, a method for enabling a user of a portable electronic device to 
communicate with a user of an office-based terminal by voice, comprising the steps of: 

Ron teaches, a method for enabling a user of a portable electronic device to 
communicate with a user of an office-based terminal by voice, comprising the steps of: 
(See Ron, Col. 4 lines 57-67) 

(e) if the intended recipient is authorized, appending a reply notice with the message- 
specific indicia to the message; (See Ron, Col. 6 lines 24-34) 

It would be obvious of one of ordinary skill in the art at the time of the invention to 
combine the system of Woltz with the method of Ron because both are providing ways 
of improving the retrieval and response to e-mail when away from the home or office 
workstation. (See Woltz, Col. 2 lines 37-55) and (See Ron, Col. 2 lines 40-55) 
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7. For claim 2, Woltz-Ron teaches, the method for enabling a user of a portable 
electronic device to communicate with a user of an office-based terminal by voice 
according to claim 1, further comprising the step of rejecting the email message if the 
intended recipient is not authorized. (See Woltz, Col. 5 lines 25-41) The same 
motivation that was utilized in the rejection of claim 1 , applies equally as well to claim 2. 

8. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Woltz et 
al. (US Patent 5,995,597 referred to as Woltz) in view of Ron et al. (US Patent 
6,775,359 referred to as Ron) in further view of Okada et al. (US Patent 6,463,134 
referred to as Okada). 

9. For claim 3, Woltz teaches, 

(a) extracting message header information from a received text email message; (See 
Woltz, Col. 3 line 59 to Col. 4 line 2) 

(b) dividing the message header information into components thereof; (See Woltz, Col. 

3 line 59 to Col. 4 line 2) 

(c) analyzing the components of the message header; (See Woltz, Col. 3 line 59 to Col. 

4 line 2) 

Woltz fails to teach, 

a method for enabling a user of a portable electronic device to communicate with a user 
of an office-based terminal by voice, comprising the steps of: 
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(d) assigning a message-specific indicia to the message; 

(e) appending a reply notice comprising an instruction to the recipient that in order to 
reply to the text email by phone the recipient must initiate a telephone call to a selected 
phone number and enter the assigned message-specific indicia; 

(f) saving the email message with the reply notice appended thereto; and 

(g) transmitting the email message with the reply notice to the intended recipient. 

Ron teaches, a method for enabling a user of a portable electronic device to 
communicate with a user of an office-based terminal by voice, comprising the steps of: 
(See Ron, Col. 4 lines 57-67) 

(d) assigning a message-specific indicia to the message; (See Ron, Col. 4 lines 57-67) 

It would be obvious of one of ordinary skill in the art at the time of the invention to 
combine the system of Woltz with the method of Ron because both are providing ways 
of improving the retrieval and response to e-mail when away from the home or office 
workstation. (See Woltz, Col. 2 lines 37-55) and (See Ron, Col. 2 lines 40-55) 

Okada teaches, (e) appending a reply notice comprising an instruction to the recipient 
that in order to reply to the text email by phone the recipient must initiate a telephone 
call to a selected phone number and enter the assigned message-specific indicia; (See 
Okada, Col. 13 lines 25-35) 
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(f) saving the email message with the reply notice appended thereto; and (See Okada, 
Col. 13 lines 1-8) 

(g) transmitting the email message with the reply notice to the intended recipient. (See 
Okada, Col. 13 lines 1-8) 

It would be obvious of one of ordinary skill in the art at the time of the invention to 
combine the system of Woltz with the method of Ron and the method of Okada because 
they are providing ways of improving the retrieval and response to e-mail when away 
from the home or office workstation. (See Woltz, Col. 2 lines 37-55), (See Ron, Col. 2 
lines 40-55) and (See Okada, Col. 1 lines 4-11) 

10. Claim 4 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Woltz et al. (US Patent 5,995,597 referred to as Woltz) in view of Ron et al. (US Patent 
6,775,359 referred to as Ron) in further view of Okada et al. (US Patent 6,463,1 34 
referred to as Okada) and Cooper et al. (US Patent 6,757,362 referred to as Cooper). 

11. For claim 4, Woltz-Ron-Okada fails to teach, the method for enabling a user of a 
portable electronic device to communicate with a user of an office-based terminal by 
voice according to claim 3, further comprising the step of determining whether the name 
and email address of the sender of the email message are recorded in an address list, 
and, if not, entering the name and address thereof. 
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Cooper teaches, the method for enabling a user of a portable electronic device to 
communicate with a user of an office-based terminal by voice according to claim 4, 
further comprising the step of determining whether the name and email address of the 
sender of the email message are recorded in an address list, and, if not, entering the 
name and address thereof. (See Cooper, Col. 5 lines 5-15) 

It would be obvious of one of ordinary skill in the art at the time of the invention to 
combine the system of Woltz-Ron-Okada with the method of Cooper, because they 
Cooper provides an enhanced voice interface to interact with the user improving upon 
Woltz-Ron-Okada. (See Woltz, Col. 2 lines 37-55), (See Ron, Col. 2 lines 40-55), (See 
Okada, Col. 1 lines 4-1 1 ) and (See Cooper, Col. 2 lines 45-65) 

12. For claim 5, Woltz-Ron-Okada fails to teach, the method for enabling a user of a 
portable electronic device to communicate with a user of an office-based terminal by 
voice according to claim 3, further comprising the step of determining whether the name 
and email address of the sender of the email message are recorded in an address list, 
and, if not, entering the name and address thereof. 

Cooper teaches, the method for enabling a user of a portable electronic device to 
communicate with a user of an office-based terminal by voice according to claim 4, 
further comprising the step of determining whether the name and email address of the 
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sender of the email message are recorded in an address list, and, if not, entering the 
name and address thereof. (See Cooper, Col. 5 lines 5-15) 

The same motivation that was utilized in the rejection of claim 4, applies equally as well 
to claim 5. 

13. Claims 6, 7, and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ron et al. (US Patent 6,775,359 referred to as Ron) in view of Okada et al. (US 
Patent 6,463,1 34 referred to as Okada). 

14. For claim 6, Ron teaches, a method for enabling a user of a portable electronic 
device to communicate with a user of an office-based terminal by voice, comprising the 
steps of: (See Ron, Col. 4 lines 57-67) 

(a) receiving a call in an email server from the user of the portable electronic device; 
(See Ron, Col. 4 lines 51-67) 

(c) obtaining a pre-assigned message-identifying code from the caller; (See Ron, Col. 6 
lines 24-34) 

(d) authenticating the message-identifying code; (See Ron, Col. 6 lines 24-34) 

(e) requesting the caller to record a voice message; (See Ron, Col. 4 lines 57-67) 

(f) recording the voice message; and (See Ron, Col. 4 lines 57-67) 

(g) transmitting the voice message to the user of the office-based terminal. (See Ron, 
Col. 4 lines 51-67) 
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Ron fails to teach, (b) determining if the caller is registered as a user of the email 
server; 

Okada teaches, (b) determining if the caller is registered as a user of the email server; 
(See Okada, Col. 13 lines 1-8) 

It would be obvious of one of ordinary skill in the art at the time of the invention to 
combine the system of Ron with the method of Okada because they are providing ways 
of improving the retrieval and response to e-mail when away from the home or office 
workstation. (See Ron, Col. 2 lines 40-55) and (See Okada, Col. 1 lines 4-1 1 ) 

1 5. For claim 7, Ron-Okada teaches, the method for enabling a user of a portable 
electronic device to communicate with a user of an office-based terminal by voice 
according to claim 6, further comprising the step of converting the recorded voice 
message into a format adapted for attachment to an electronic message. (See Ron, Col. 
4 lines 51-67) The same motivation that was utilized in the rejection of claim 6, applies 
equally as well to claim 7. 

16. For claim 9, Ron-Okada teaches, the method for enabling a user of a portable 
electronic device to communicate with a user of an office-based terminal by voice 
according to claim 6, further comprising the step of determining if the recorded message 
is acceptable and if not, recording the message again. (See Ron, Col. 5 line 60 to Col. 5 
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line 8)The same motivation that was utilized in the rejection of claim 6, applies equally 
as well to claim 9. 

17. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ron et al. 
(US Patent 6,775,359 referred to as Ron) in view of Okada et al. (US Patent 6,463,134 
referred to as Okada) in further view of Cooper et al. (US Patent 6,757,362 referred to 
as Cooper). 

1 8. For claim 8, Ron-Okada fails to teach, the method for enabling a user of a 
portable electronic device to communicate with a user of an office-based terminal by 
voice according to claim 6, further comprising the steps of playing an error message 
and terminating the program if the caller is not registered as a user of the email server. 

Cooper teaches, the method for enabling a user of a portable electronic device to 
communicate with a user of an office-based terminal by voice according to claim 6, 
further comprising the steps of playing an error message and terminating the program if 
the caller is not registered as a user of the email server. 

It would be obvious of one of ordinary skill in the art at the time of the invention to 
combine the system of Ron-Okada with the method of Cooper, because they Cooper 
provides an enhanced voice interface to interact with the user improving upon Ron- 
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Okada. (See Ron, Col. 2 lines 40-55), (See Okada, Col. 1 lines 4-1 1) and (See Cooper, 
Col. 2 lines 45-65) 

19. For claim 10, McAllister teaches, (g) converting the recorded voice message into 
MP-3 format; 

McAllister fails to teach, 

a method for enabling a user of a portable electronic device to communicate with a user 
of an office-based terminal by voice, comprising the steps of: 

(a) receiving a call in an email server from the user of the portable electronic device; 

(b) determining if the caller is registered as a user of the email server; 

(c) obtaining a pre-assigned message-identifying code from the caller; 

(d) authenticating the message-identifying code; 

(e) requesting the caller to record a voice message; 

(f) recording the voice message; 

(h) transmitting the voice message to the user of the office-based terminal. 

Ron teaches, a method for enabling a user of a portable electronic device to 
communicate with a user of an office-based terminal by voice, comprising the steps of: 
(See Ron Col. 4 lines 57-67) 

(a) receiving a call in an email server from the user of the portable electronic device; 
(See Ron Col. 4 lines 57-67) 
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(b) determining if the caller is registered as a user of the email server; (See Ron Col. 6 
lines 24-34) 

(c) obtaining a pre-assigned message-identifying code from the caller; (See Ron Col. 6 
lines 24-34) 

(d) authenticating the message-identifying code; (See Ron Col. 6 lines 24-34) 

(e) requesting the caller to record a voice message; (See Ron Col. 4 lines 57-67) 

(f) recording the voice message; and (See Ron Col. 4 lines 57-67) 

(h) transmitting the voice message to the user of the office-based terminal. (See Ron 
Col. 5 lines 5 to Col. 6 line 8) 

Woltz teaches, 

(b) determining if the caller is registered as a user of the email server; (See Woltz, Col. 
5 lines 25-41) 

(c) obtaining a pre-assigned message-identifying code from the caller; (See Woltz, Col. 
5 lines 25-41) 

(d) authenticating the message-identifying code; (See Woltz, Col. 5 lines 25-41) 

It would be obvious of one of ordinary skill in the art at the time of the invention to 
combine the system of McAllister with the method of Ron and the method of Woltz 
because they are providing ways of improving the retrieval and response to message 
when away from the home or office workstation. (See Woltz, CoL 2 lines 37-55), (See 
Ron, Col. 2 lines 40-55) and (See McAllister, Col. 1 lines 22-33) 
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Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Yoshihiko (JP02001 154935A) defines a mail management 
system that makes use of serial numbers to keep track of the e-mails. 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Shively (US Patent Publication 20010039187) teaches a system 
for responding to pages with voice responses. 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Noh et al. (US Patent Publication 20010051896) teaches a 
method of amending a gift certificate to a message. 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Stead (US Patent Publication 20020002627) discloses a phone 
that interfaces with the network. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ajay M Bhatia whose telephone number is (571)-272- 
3906. The examiner can normally be reached on M-F 8:30 am - 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jack Harvey can be reached on (571 )-272-3896. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 
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